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PATENT APPLICATION 
DOCKET NO. 1OO06504-1 



IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 
INVENTOR(S): Quintin T. Phillips 

SERIAL NO.: 09/932,638 GROUP ART UNIT: 3625 

FILED: August 16, 2001 EXAMINER: Y. Garg 

SUBJECT: Image Forming Devices and Marketing Methods 



PRE-APPEAL BRIEF A 

Concurrent with the filing of a Notice of Appeal in connection with the 
above-identified application, the undersigned requests review of the Final Office 
Action dated August 24, 2005 (hereinafter "the Office Action") of the following 
issues. 

Appellants thank Examiner Garg for the courtesies extended to the 
undersigned during the telephone interview. The Examiner indicated that the 112, 
first paragraph rejection and the objection to the specification of the Office Action 
are withdrawn in view of the teachings of paragraphs 0019, 0020 and 0051 of the 
originally filed specification. 

Limitations of the independent claims are not disclosed nor suggested by Sekizawa 
and the anticipation rejection is improper. 

The independent claims 9 and 1 7 recite communicating a request externally 
of the image forming device using the image forming device, and the image forming 
device is configured to use a consumable to form a hard image which limitations are 

S/M: 09/932,638 
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absent from Sekizawa. The Office on page 7 of the Office Action recites teachings 
in cols. 18-19 as allegedly disclosing limitations of claim 1. At page 3, the Office 
states the agent unit communicates a request to console unit 20 which receives the 
message. However, the communications of the agent unit may not be fairiy 
considered to disclose or suggest the communicating the request using an image 
forming device which is configured to use a consumabie to form a hard image . Fig. 
1 of Sekizawa clearly discloses printers P distinguished from agent unit 10. Agent 
unit 10 does not use a consumable as recited in the claims and agent unit 10 is not 
disclosed as being configured to form a hard image upon media such as paper as 
defined in paragraph 20 of the specification. The claimed communicating the 
request using the image forming device is not disclosed nor suggested by the prior 
art and the claims are allowable for at least this reason. 

At col. 19, lines 20 + , it is stated that agent unit 10 gets status information 
<J> 1 and prepares status mail 4* 2 storing the status information <|> 1 and which is 

sent to mail server 1 9. Neither of the status information <|> 7_ nor status mail <|> 2 are 

disclosed as comprising a request . in no fair interpretation may the status 

information communicated by the printers P or the status mail $ 2 of Sekizawa be 

considered to disclose or suggest the communication of a request . Further, the 

communication of $ 2 is performed by the agent unit 70 which may not be fairly 

considered to disclose or suggest the claimed communicating the request using the 

image forming device . 

Independent claim 9 also recites receiving a message responsive to the 

communica ting the reques t and communicating the message using the image 

forming device . Independent claim 17 recites communicating a message responsive 

to a request and communicating the message using the image forming device . The 

teachings in cols. 18-19 of Sekizawa fail to disclose or suggest communication of a 

message responsive to a request, receiving a message responsive to the 

communication of the request or communication of the message using the image 

forming device. The status information <(> 1 communicated by the printers of 

Sekizawa does not disclose or suggest the claimed receiving a message of claim 9 

or communicating the message received responsive to the communicating the 

request of claim 17. Further, the claimed communicating the message using the 

S/N: 09/932,638 
PDNO. 10006504-7 
Pre-Appeaf Brief A 

PAGE 6/11 * RCVD AT 11/23/2005 7:05:53 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/27 * DNIS:2738300 * CSID: 5098383424 * DURATION (mm-ss):03-42 



' 11/23/2005 17:06 FAX 5098383424 



WELLS ST JOHN PS 



(21007/011 



3 

image forming device of claims 9 and 1 7 is not disclosed nor suggested by 
Sekizawa and the claims are is allowable for this additional reason. 

The Office responded to Appellants' arguments of the Response mailed May 
4, 2005 in the Office Action relying upon teachings in cols. 5-9 of Sekizawa. 
Appellants requested clarification of the teachings relied upon with reference to the 
figures of Sekizawa as opposed to reliance by the Office upon the Summary of 
Invention including generic teachings in cols. 5-9 which describe numerous generic 
embodiments in claim language as opposed to the detailed description of Sekizawa. 
No clarification has been provided but the teachings of Sekizawa fail to disclose or 
suggest limitations of the claims for at least the above-mentioned compelling 
reasons. 

Limitations of claims 10 and 18 are not disclosed nor suggested by Sekizawa and 
the anticipation rejection is improper. 

Referring to dependent claims 10 and 18, the methods recite accessing the 
condition from the consumable . The teachings at lines 21-35 of col. 19 relied upon 
by the Office fail to disclose or suggest the claimed accessing of anything from a 
consumable let alone the specifically claimed accessing of the condition associated 
with an operation of the image forming device from the consumable . The identified 
teachings of coL 19 merely state that agent unit 10 gets status information from 
the printer and which includes information regarding a status of a consumable. The 
identified teachings do not teach or suggest accessing a condition associated with 
an operation of the image forming device from the consumable as claimed. Further, 
the teachings of cols. 16-17 relied upon by the Office again refer to generic 
embodiments of the Summary and fail to cure the deficiencies of the teachings in 
col. 19 or other teachings of the detailed description of Sekizawa. Limitations of 
the claims are not disclosed nor suggested and the claims are allowable. 

Limitations of claims 16 and 23 are not disclosed nor suggested by Sekizawa and 
the anticipation rejection is improper. 

The methods recite communicating the request including an identifier of the 
image forming device using the image forming device. The Office relies upon 

teachings of Fig. 17 and cols. 20-21 as allegedly disclosing the limitations of claim 

S/N: 09/932,638 
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16. However, Fig. 1 7 refers to a printer registration log file which is r etained within 
the agent unit 10 (col. 17, lines 51-55, col. 19, line 45 - col. 20, line 1), and 
Appellants have been unable to locate any teachings of a request communicated by 
the printer P of Sekizawa including an identifier of the printer. The operations of 
the agent unit external of the printers P of Sekizawa fail to teach or suggest 
communicating the request including the identifier using the image forming device 
as claimed. Claims 16 and 23 are allowable for this additional reason. 

Additional limitations of claim 23 are not disclosed nor suggested by Sekizawa and 
the anticipation rejection is improper. 

The Office relies upon the teachings of col. 19, lines 15-35 as allegedly 
disclosing the claimed selecting the message from a plurality of other messages 
using the identifier of the image forming device and communicating the message 
after the selecting . The teachings of col. 19, lines 15-35 relied upon by the Office 
merely refer to a console unit reading a large number of pieces of mail and that the 
console unit may send a delivery schedule or a printer check sheet. The teachings 
fail to disclose or suggest the claimed selecting the message from a plurality of 
other messages using the identifier of the image forming device as specifically 
defined in claim 23. The teachings of col. 35 relied upon by the Office refer to 
change mail (j> 4 which have not been demonstrated to comprise a request 
communicated by a printer of Sekizawa or that the message is selected using the 
identifier as positively claimed. Claim 23 is allowable for this additional reason. 

There is no motivation to combine the teachings of Hayward with the teachings of 

Sekizawa and the rejection of claims 25-26 and 30 is improper. 

MPEP 2143.01 (8 th ed., rev. 2) and the Federal Circuit discussed proper 

motivation In re Lee, 61 USPQ 2d 1430 (Fed. Cir. 2002). The Court in In re Lee 

stated the factual inquiry whether to combine references must be thorough and 

searching , based on objective evidence of record , deficiencies of cited references 

cannot be remedied by general conclusions about what is basic knowledge or 

common sense and specific factual findings are needed. Despite the Federal Circuit 

and MPEP authority, the Office has failed to present any evidence that the 

comprehensive system of Sekizawa suffers from increased downtime or that any 

S/N: OB/932, 638 
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improvements to the disclosure of Seklzawa would result from the modification 
compared to the teachings of Sekizawa taken by itself to motivate one to combine 
the reference teachings. There is no motivation to combine the reference teachings 
and the Office has failed to establish a proper prima facie rejection. 

The reliance upon Official Notice is improper and the rejection of claim 27 is 
improper. 

The Office on page 1 3 relies upon relies upon Official Notice in support of 
the rejection. The undersigned hereby traverses any reliance upon Official Notice 
pursuant to MPEP §2144.03 (8 m ed., rev. 2). MPEP 2144.03A (8 lh ed., rev. 2) 
provides that official notice unsupported by documentary evidence should only be 
taken by the examiner when the facts asserted to be well known or to be common 
knowledge in the art are capable of instant and unquestionable demonstration as 
being well known . Appellant respectfully submits claims are analyzed in the 
context of the combination of the various separately stated limitations, and not with 
respect to the limitations individually. There is absolutely no evidence of record of 
the claimed printing of a message upon paper where the message was received 
responsive to a request which was communicated externally of the image forming 
device responsive to monitoring of an operation of the image forming device. Claim 
27 is allowable for the above-mentioned reason. 

Conclusion 

Appellants respectfully request reconsideration of at least the above- 
identified claim rejections and allowance of the respective claims for at least the 
above-identified reasons. 



Respectfully submitted, 
Quintin T. Phillips 



By: 
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Interview Summary A 

SIR: 

Appellants wish to thank the Examiner for the courtesies extended to the 
undersigned during the telephone interview. Appellants and the Examiner discussed 
the objection to the specification and the 112, first paragraph rejection and the 
Examiner indicated that the objection and 1 1 2 rejection would be withdrawn. 
Appellants and the Examiner discussed the rejections of claims 9, 10, 16, 23, 25, 
26 and 27. No agreement was reached regarding the patentability of any pending 
claim. Details regarding the specific discussions of the claims are set forth in the 
Response filed May 5, 2005 and the Pre- Appeal Brief which accompanies the 
Notice of Appeal filed herewith. 
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The Examiner is requested to phone the undersigned if the Examiner believes 
such would facilitate prosecution of the present application. The undersigned is 
available for telephone consultation at any time during normal business hours 
(Pacific Time Zone). 

Respectfully submitted, 
Quintin T. Phillips 

Bv: ^ 

Jarnes D. Shaurette 
Reg. No. 39j833 J 
Date: (1(^/0^ 
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